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Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-21 , drawn to a composite structure, classified in class 428, 
subclass 304.4. 

II. Claims 22-32, drawn to a method of making a composite structure, 
classified in class 264, subclass 45.1. 

2. Inventions II and I are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case, the product as claimed can be made by 
another and materially different process, such as heat laminating the foam layer to the 
coating layer. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with Thomas C. Lagaly on 04/26/01 a 
provisional election was made without traverse to prosecute the invention of Group I, 
claims 1-21. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 22-32 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 
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5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-14, 16-21 are rejected under 35 U.S.C.102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over D'Luzansky et al. (US 
5,275,860). 

It has been held that the functional "whereby" statement within the claim 1 dose not 
define any structure and accordingly can not serve to distinguish. In re Mason, 114 
USPQ 127, 44 CCPA 937 (1957). "Whereby" needs to be changed to "wherein". 
Appropriate correction is required. 

D'Luzansky discloses a body board comprising an intermediate layer positioned 
between the top skin and the core. The core is polypropylene, the top skin being 
polyethylene and the intermediate layer being a mixture of polyethylene and 
polypropylene. See figure 2 and column 5, lines 19-25. Since the structural 
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components of the bodyboard are bonded to each other by heat lamination, no 
adhesives are used; therefore the bodyboard is substantially solventless. 
With regard to claims 8, 18, and 21, D'Luzansky discloses the density of the foam core 
polypropylene is between 1 .2 to 2.5 pounds per cubic foot. See column 4, lines 43-46. 
D'Luzansky discloses the polyethylene top skin having the thickness in the range of 12 
mm to 35 mm (0.47 inch to 1.38 inch) and is usually around 25 mm or 0.98 in. See 
column 4, lines 59-62. D'Luzansky also teaches the thickness of the board is about 2.5 
inch in the major area of the board. See column 1 , lines 1 8-20. Because the board is 
normally composed of a laminated structure in which a core has joined to it a top deck 
skin and a bottom skin, the thickness of polypropylene foam core is about 0.54 inch. 
The examiner takes the position that the range differences would not involve any 
inventive concept because applicant has produced no evidence tending to show 
superior results by using the ranges as claimed. Absent a showing to the contrary, 
discovering particular ranges within a range disclosed by the prior art would be within 
the skill of the art (In re Reven, 256 USPQ 679 (CCPA 1968)). For those reasons, using 
the ranges as claimed in the D'Luzansky reference would have been obvious to one 
having ordinary skill in the art at the time the invention was made. D'Luzansky is either 
anticipated or strongly suggested the claimed subject matter. D'Luzansky is silent as to 
a bond strength of a bodyboard and the density of polyethylene in the top skin layer. 
However, since the bodyboard of D'Luzansky is structurally the same, and made of the 
same materials as the presently claimed composite. It is the examiner's position that 
the bodyboard of D'Luzansky exhibits substantially identical properties as the 
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composite structure of present invention. D'Luzansky is either anticipated or strongly 
suggested the claimed subject matter. 

8. Claims 1-21 are rejected under 35 U.S.C.102(a) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hurley et al. (US 5,938,878). 
Hurley discloses a laminated structure having core material laminated to the first foam 
layer on one surface and to a second foam layer on a second surface of core. See 
figure 2. The foam layer or core material can be a polymer selected from the group 
consisting of low density polyethylene, polypropylene and ethylene-propylene rubber. 
See column 9, lines 20-45. Hurley discloses the polymer structure is laminated with 
heat only. Heat lamination eliminates the need to use any adhesives to join the 
structural components. See column 5, lines 1-4. Therefore, the laminated structure is 
substantially solventless. Hurley discloses polymer structure is used for athletic gear. 
See abstract. 

With regard to claims 7 and 8, Hurley discloses the first polymer foam layer and the 
second polymer foam layer having the average densities of between about 2 to 8 
pounds per cubic foot. See column 2, lines 34-37. 

With regard to claim 21 , Hurley discloses each of the first foam layer and the second 
foam layer having a thickness between about 1/32 and % inch. The examiner takes the 
position that the range differences would not involve any inventive concept because 
applicant has produced no evidence tending to show superior results by using the 
ranges as claimed. Absent a showing to the contrary, discovering particular ranges 
within a range disclosed by the prior art would be within the skill of the art (In re Reven, 
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256 USPQ 679 (CCPA 1968)). For those reasons, using the ranges as claimed in the 
Hurley reference would have been obvious to one having ordinary skill in the art at the 
time the invention was made. Hurley is silent as to a bond strength of a laminated 
structure. However, since the laminated structure of Hurley is structurally the same, and 
made of the same materials as the presently claimed composite. It is the examiner's 
position that the laminated structure of Hurley exhibits substantially identical properties 
as the composite structure of present invention. Hurley is either anticipated or strongly 
suggested the claimed subject matter. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Vo whose telephone number is (703) 605-4426. 
The examiner can normally be reached on Monday to Friday, 8:30 to 5:00 (EAST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Blaine Copenheaver can be reached on (703) 308-1261. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
305-3599 for regular communications and (703) 305-7718 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3601. 
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